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DETAILED ACTION 

1. In view of the Appeal Brief (hereafter "Brief) filed on October 9, 2008, 
PROSECUTION IS HEREBY REOPENED. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41.20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below. 

2. Claims 1-24 have been examined. 

3. From the record, in the Amendments filed December 17, 2007, the Applicants added 
new limitations "a cached configuration file that originated from a backend data store " 
(e.g., claim 1, line 8) without pointing out the support and argued as an allowable 
subject matter. 

In the subsequent Office action mailed March 28, 2008 (pp. 2-3), claims 1,8, 15, 
and 22 have been objected to. 

After further consideration of the Brief (e.g., Summary of Claimed Subject Matter, 
page 5) and the originally filed disclosure, the examiner confirmed that the originally 
filed disclosure does not support the particular limitations "a cached configuration file 
that originated from a backend data store". In this Office action, the examiner 
establishes a new ground of 35 USC section 112 rejection as set forth in details below. 



Response to Arguments 
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4. Applicants' arguments have been considered. 

a) First Ground of Rejection - Claim 1-7 and 15-21 are rejected under 35 USC 
section 101 as being directed to non-statutory subject matter (Brief, pp. 9-19). 

The Appellants stated, "First, Appellants respectfully submit to the Board that the 
recited 'configurator generator' and 'controller generator' of independent claim 1 would 
clearly be understood by one skilled in the art to encompass more than 'only software 
components '" (page 15, last paragraph, emphasis added). 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., Brief, page 16, line 6: " at least some hardware is required '; page 16, lines 16-17: 
"'a system' ... encompassing at least some hardware elements ": page 17, lines 11-12: 
"means" as "processor-based device such as a computer system or the like"; and page 
19, lines 10-11: "system" "clearly directed towards a machine ") are not recited in the 
rejected claim(s) - emphasis added. 

Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 
USPQ2d 1057 (Fed.Cir. 1993). 

Per the plain language, claims 1-7 and 15-21 direct to "a system", which may 
comprise only software programs such as "a controller generator", "a configurator 
generator" as recited in independent claim 1 and "means for creating a controller", 
"means for creating a configurator" as recited in independent claim 15, which are non- 
statutory subject matters. 

a) Second Ground of Rejection - Claim 1-24 are rejected under 35 USC section 
102(b) as being anticipated by Hutsch (Brief, pp. 20-33). 

In this Office action, the examiner establishes a new ground of rejection in view 
of Hutsch (art of record) as set forth in details below. 
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Claim Rejections - 35 USC §101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

6. As set forth in the previous Office actions mailed March 28, 2008, September 12, 
2007, January 26, 2007, and August 7, 2006, claims 1-7 and 15-21 are rejected 
because the claimed invention is directed to non-statutory subject matter. They amount 
to Functional Descriptive Material: "Computer Programs" representing computer listings 
per se. 

Claims 1 and 15: 

Claims 1 and 15 recite "A system for creating web applications which may 
comprise only software programs (i.e., "a controller generator" 102 and "a configurator 
generator" 116, which can be implemented as a Servlet, [0019], lines 7-10). 

Computer programs claimed as computer listings per se, i.e., the descriptions or 
expressions of the programs, are not physical "things." They are neither computer 
components nor statutory processes, as they are not "acts" being performed. Such 
claimed computer programs do not define any structural and functional 
interrelationships between the computer program and other claimed elements of a 
computer which permit the computer program's functionality to be realized . In contrast, 
a claimed computer-readable medium encoded with a computer program is a computer 
element which defines structural and functional interrelationships between the computer 
program and the rest of the computer which permit the computer program's functionality 
to be realized, and is thus statutory. See Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 
1035. Accordingly, it is important to distinguish claims that define descriptive material 
per se from claims that define statutory inventions (emphasis added). See MPEP 
2106.01(1). 



Claims 2-7 and 16-21: 
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Claims 2-7 and 15-21 further recite functional descriptions of said software 
programs and do not remedy the deficiencies of independent claims 1 and 15, 
respectively. 

Under the principles of compact prosecution, claims 1-7 and 15-21 have been 
examined as the Examiner anticipates the claims will be amended to obviate these 35 
USC § 101 issues. For example, - -A system stored on a machine readable medium for 
creating web applications, - as similarly recited in currently pending (and originally 
filed) independent claim 22 (lines 2 and 6). 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

8. Claims 1-24 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claims 1, 8, 15, and 22: 

The limitations at issue "a cached configuration file that originated from a 
backend data store" (e.g., claim 1 , line 8, emphasis added). 

As clearly acknowledged in Brief, page 5, the Appellants mapped the claimed 
limitation "a cached configuration file" to "Configuration file 212" in FIG. 3, which is also 
illustrated as "Configuration file 152" in FIG. 2. 
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That is to say, the originally disclosure merely discloses "Configuration file 152" 
(FIG. 2) and "Configuration file 212" (FIG. 3), but does not disclose any "cached 
configuration file". 

Furthermore, the originally filed disclosure clearly sets forth: 

"[0037] The configurator 210 may have the purpose of 
providing a centralized way of loading startup objects that may be 
required during the operation of the web application 204. For 
example, the configurator 210 may be adapted to load data from 
the configuration file or files 212 upon execution of the init() 
method of the controller 208. Data loaded by the configurator 210 
may be stored in one or more configuration files 212, which may 
comprise one or more text properties configuration files or the like. 
After data from the configuration file or files 212 is loaded by the 
configurator 210, the data may be stored as a singleton object 214 . 
A singleton object is an object that exists in memory such that only 
one of that type of object exists at any time in memory. Once 
created, a singleton object is not destroyed after use, like most 
objects, but is kept in memory until accessed again " (i.e., the 
data loaded by the configurator 210 is cached and stored as 
a singleton object 214, but not the configuration file(s) 212 is 
cached , emphasis added). 

Accordingly, nowhere in the originally filed disclosure discloses "a cached 
configuration file" and as acknowledged Brief, section "Summary of Claimed Subject 
Matter", the Appellants mapped the limitation at issue "a cached configuration file" to 
"Configuration file 212" - see Brief, page 5, line 8; page 6, line 12; page 7: last line - 
page 8, first line; and page 9, line 12). 

In light of the originally filed disclosure, in this Office action, the examiner treats 
the particular limitation "a cached configuration file" as - -a [[cached]] configuration file-. 



Application/Control Number: 10/677,004 
Art Unit: 2192 



Page 7 



Claims 2-7, 9-14, 16-21, and 23-24: 

Claims 2-7, 9-14, 16-21, and 23-24 are also rejected based on virtue of their 
dependencies on the rejected base claims 1,8, 15, and 22, respectively. 

Claim Rejections - 35 USC §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

10. Claims 1-24 are rejected under 35 U.S.C. 102(b) as being anticipated by Hutsch (art 
of record, US Patent Publication No. 2001/0034771 A1). 

Claim 1: 

Hutsch discloses a system stored on a machine readable medium for creating 
web applications (e.g., FIG. 3A, [0115]; FIG. 8, [0234-0245]), the system comprising: 

a controller generator (e.g., FIG. 8, Web Server 320, [0124], [0145]- 
[0146]) that is adapted to provide a web application with a controller that receives a 
request for data from a user (e.g., FIG. 8, user Web Browser 304, [0118] and [0162]) 
and responds to the request by sending information to the user (e.g., FIG. 8, Web 
Server 320 provides web applications to user Web Browser 304 after receiving HTTP 
requests from said user Web Browser 304, [0145]-[0146]; FIG. 15, [0237-0245]; [0178- 
0181]); and 

a configurator generator that is adapted to provide a configurator (e.g., 
FIG. 8, Configuration Server 336, [0151]-[0152]) that loads configuration information for 
use by the controller from a configuration file (e.g., FIG. 15, Configuration File/DOM 
tree, [0326], [0338]); 

that originated from a backend data store (e.g., FIG. 15, Configuration File/DOM tree 
originated/stored in Configuration Back End 337, [0338], [0343], [0346]), and 
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wherein the configurator stores the configuration information for subsequent access 
(e.g., FIG. 15, caching configuration information in cache 1560/DOM tree cache 1570, 
[0327]-[0328], [0364]). 

Claim 2: 

The rejection of claim 1 is incorporated. Hutsch also discloses the configuration 
file is a text properties configuration file (e.g., Configuration File/DOM tree as an XML 
file, [0158] and [0237]; text properties such as text or image in Table 69, [0600]; 
displayed text size in [0324], type of user browser in -> type of text in [0250], text fonts 
in [0185]). 

Claim 3: 

The rejection of claim 1 is incorporated. Hutsch also discloses the configurator is 
adapted to store the configuration information as a singleton object (e.g., a single DOM 
tree 1570 (a singleton object) cached in cache 1560, [0327-0329]). 

Claim 4: 

The rejection of claim 1 is incorporated. Hutsch also discloses the configuration 
information comprises error handling information (e.g., [0170], [0460], and [0492]). 

Claim 5: 

The rejection of claim 1 is incorporated. Hutsch also discloses the configuration 
information comprises log processing information (e.g., [0409]). 

Claim 6: 

The rejection of claim 1 is incorporated. Hutsch also discloses the configuration 
information comprises data that is specific to each of a plurality of portals (e.g., [0156], 
[0021-0023], and [0324]). 



Claim 7: 
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The rejection of claim 1 is incorporated. Hutsch also discloses the configurator is 
adapted to read the configuration information upon initialization of the controller (e.g., 
view/modify/recompile configuration files before restarting/re-executing Web Server, 
[0156], [0426], and [0465]). 

Claim 8: 

Hutsch discloses a method of creating web applications, the method comprising: 
creating, with a processor-based device, a controller (e.g., FIG. 8, Web 
Server 320, [0124], [0145]-[0146]) that receives a request for data from a user and 
responds to the request by sending information to the user (e.g., FIG. 8, Web Server 
320 provides web applications to user Web Browser 304 after receiving HTTP requests 
from said user Web Browser 304, [0145]-[0146]; FIG. 15, [0237-0245]; [0178-0181]); 
and 

providing a configurator (e.g., FIG. 8, Configuration Server 336, [0151]- 
[0152]) that loads configuration information for use by the controller from a configuration 
file and 

the configuration file that originated from a backend data store (e.g., FIG. 15, 
Configuration File/DOM tree originated/stored in Configuration Back End 337, [0338], 
[0343], [0346]); 

wherein the configurator stores the configuration information for subsequent access 
(e.g., FIG. 15, caching configuration information in cache 1560/DOM tree cache 1570, 
[0327]-[0328], [0364]). 

Claim 9: 

The rejection of claim 8 is incorporated. Hutsch also discloses defining the 
configuration file to be a text properties configuration file (e.g., Configuration File/DOM 
tree as an XML file, [0158] and [0237]; text properties such as text or image in Table 69, 
[0600]; displayed text size in [0324], type of user browser in -> type of text in [0250], 
text fonts in [0185]). 
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Claim 10: 

The rejection of claim 8 is incorporated. Hutsch also discloses adapting the 
configurator to store the configuration information as a singleton object (e.g., a single 
DOM tree 1570 (a singleton object) cached in cache 1560, [0327-0329]). 

Claim 11: 

The rejection of claim 8 is incorporated. Hutsch also discloses defining the 
configuration information to comprise error handling information (e.g., [0170], [0460], 
and [0492]). 

Claim 12: 

The rejection of claim 8 is incorporated. Hutsch also discloses defining the 
configuration information to comprise log processing information (e.g., [0409]). 

Claim 13: 

The rejection of claim 8 is incorporated. Hutsch also discloses defining the 
configuration information to comprise data that is specific to each of a plurality of portals 
(e.g., [0156], [0021-0023], and [0324]). 

Claim 14: 

The rejection of claim 8 is incorporated. Hutsch also discloses adapting the 
configurator to read the configuration information upon initialization of the controller 
(e.g., view/modify/recompile configuration files before restarting/re-executing Web 
Server, [0156], [0426], and [0465]). 

Claim 15: 

Hutsch discloses a system stored on a machine readable medium for creating 
web applications, the system comprising: 

means for creating a controller that is adapted to receive a request for 
data from a user and respond to the request (e.g., FIG. 8, Web Server 320 provides 
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web applications to Client Browser 304 after receiving HTTP request, [0237-0245]; 
[0178-0181]); 

the configuration file that originated from a backend data store (e.g., FIG. 15, 
Configuration Back End Databases 337, [0326]; Cache 1560 for data originated from 
the Configuration Back End Databases 337, [0346-0356]); caching configuration 
information for subsequent access, [0239], [0327-0329]); and 

means for creating a configurator that loads configuration information for use by the 
controller from a configuration file and wherein the configurator stores the configuration 
information for subsequent access (e.g., [0239]; FIG. 8, Configuration Service 336 
having configuration information, [0156]; configuration information stored in 
user/application profiles, [0310]-[0318]; user/application profiles as XML files, [0321]- 
[0323]; [0239]) 

Claim 16: 

The rejection of claim 15 is incorporated. Hutsch also discloses the configuration 
file is a text properties configuration file (e.g., Configuration File/DOM tree as an XML 
file, [0158] and [0237]; text properties such as text or image in Table 69, [0600]; 
displayed text size in [0324], type of user browser in -> type of text in [0250], text fonts 
in [0185]). 

Claim 17: 

The rejection of claim 15 is incorporated. Hutsch also discloses the configurator 
is adapted to store the configuration information as a singleton object (e.g., a single 
DOM tree 1570 (a singleton object) cached in cache 1560, [0327-0329]). 

Claim 18: 

The rejection of claim 15 is incorporated. Hutsch also discloses the configuration 
information comprises error handling information (e.g., [0170], [0460], and [0492]). 



Claim 19: 
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The rejection of claim 15 is incorporated. Hutsch also discloses the configuration 
information comprises log processing information (e.g., [0409]). 

Claim 20: 

The rejection of claim 15 is incorporated. Hutsch also discloses the configuration 
information comprises data that is specific to each of a plurality of portals (e.g., [0156], 
[0021-0023], and [0324]). 

Claim 21: 

The rejection of claim 15 is incorporated. Hutsch also discloses the configurator 
is adapted to read the configuration information upon initialization of the controller (e.g., 
view/modify/recompile configuration files before restarting/re-executing Web Server, 
[0156], [0426], and [0465]). 

Claim 22: 

Hutsch discloses a machine readable medium, comprising: 

a controller generator stored on the machine readable medium, the 
controller generator being adapted to provide a web application with a controller that 
receives a request for data from a user and responds to the request by sending 
information to the user (e.g., FIG. 8, Web Server 320 provides web applications to 
Client Browser 304 after receiving HTTP request, [0237-0245]; [0178-0181]); and 

a configurator generator stored on the machine readable medium, the 
configurator generator being adapted to provide a configurator (e.g., FIG. 8, 
Configuration Server 336, [01 51 ]-[01 52]) that loads configuration information for use by 
the controller from a configuration file (e.g., FIG. 15, Configuration File/DOM tree, 
[0326], [0338]) 

that originated from a backend data store (e.g., FIG. 15, Configuration File/DOM tree 
originated/stored in Configuration Back End 337, [0338], [0343], [0346]), and 
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wherein the configurator stores the configuration information for subsequent access 
(e.g., FIG. 15, caching configuration information in cache 1560/DOM tree cache 1570, 
[0327]-[0328], [0364]). 

Claim 23: 

The rejection of claim 22 is incorporated. Hutsch also discloses the configurator 
generator is adapted to produce a configurator that stores the configuration information 
as a singleton object (e.g., a single DOM tree 1570 (a singleton object) cached in cache 
1560, [0327-0329]). 

Claim 24: 

The rejection of claim 22 is incorporated. Hutsch also discloses the configurator 
generator is adapted to produce a configurator that reads the configuration information 
upon initialization of the controller (e.g., view/modify/recompile configuration files before 
restarting/re-executing Web Server, [0156], [0426], and [0465]). 

Conclusion 

9. Any inquiry concerning this communication should be directed to examiner Thuy Dao 
(Twee), whose telephone/fax numbers are (571) 272 8570 and (571) 273 8570, 
respectively. The examiner can normally be reached on every Tuesday, Thursday, and 
Friday from 6:00AM to 6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Tuan Q. Dam, can be reached at (571) 272 3695. 

The fax phone number for the organization where this application or 
proceeding is assigned is (571) 273 8300. 

Any inquiry of a general nature of relating to the status of this application or 
proceeding should be directed to the TC 2100 Group receptionist whose telephone 
number is (571) 272 2100. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
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applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



/Thuy Dao/ 

Examiner, Art Unit 2192 



/Tuan Q. Dam/ 

Supervisory Patent Examiner, Art Unit 2192 



